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Introduction:





In the T.800 series of Recommendations we have been experiencing in the development of ITU-T Recommendation with very complex IPR situation, which still makes the approval very difficult. In order to avoid a similar problem for VCEG (maybe it is not too late….) we have analized the situation there and observed the following: 





The ITU-T patent policy says, that during development phase of a standard ( i.e. when contributions are submitted towards the standards, and when the draft recommendation is becoming available):�


 	“Therefore, any ITU-T member organization putting forward a standardization proposal should, from the outset, draw the attention of the Director of TSB to any known patent or to any known pending patent application, either their own or of other organizations, although the TSB is unable to verify the validity of any such information.”





Please note, that this is in an early stage of development of the standard when we need patent information (disclosure) on contributions and draft standards, but not yet the official patent and licensing declaration. Thus, we need at that stage on best effort basis IPR information by the submitter, but also by anybody else (participating in the formal process) if they are IPRs linked to a submitted proposal or to a draft standard. This information is needed in order to shape the recommendation accordingly (e.g. to avoid IPRs if they not bringing anything real useful to the standard, but make their marketability more difficult – which is extremely often the case when standards have a very complex IPR picture – e.g. 10-30 patent holders are claiming patents e.g. MPEG4).





What we see very often in practice is,


either no patent information is given by anybody and IPR information is hidden until the standard is finished, and then in the last minute before (or even after approval) official IPR statements are coming in to the ITU TSB. Often, you see as a surprise that company XYZ suddenly has an IPR (patent) statement logged with the TSB when the standard is just being approved, though nothing was said during the development process.


The other extreme is also known, and actually this happened in the case of T.800, when companies trying to comply with the Patent Policy provide much too early official Patent Licencing Declaration Forms to the ITU TSB before the technology in question (since it was only linked to a proposal) was incorporated into the draft standard. Such early declarations often do not even refer to the proper ITU-T Recommendation number, but are likely to stay in the ITU Patent Database for ever (there is no rule and procedure for how to remove them).


Often it is also the case that (in any phase of the development process), on the question of the Rapporteur – say 20 companies declare verbally – that they might have patents on the recommendation to be (this was the case e.g. in the case of the V.90 modem). Here one gets a list of companies in a meeting report, but that was all, and one has no clue what was real, what was fake, and what technology was concretely meant by the information. After all we are talking here about very complex standards with complex IPR situation.


Often the role of the role of the “General Patent Statement and Licensing Declaration” Form is completely misunderstood: Companies often do not give any IPR information on anything anymore as they use their general statement as “Jolly Jocker” to provide any additional IPR information on anything. This means that you are often not getting IPR statements on their contributions (so you have no clue if in a draft standard a patented technology goes into or not), but also often you don’t get an individual statement on the final recommendation anymore. It is not clear that the sole role of the General Statement is the political expression of goodwill of an ITU member, that they will generally follow the Option 2.1 and 2.2 of the ITU Patent Policy (on individual cases they still may follow 2.3).





To sum it up, currently the collection of IPR information related to ITU-T standards in development is from the practical point of view generally not adequate, and therefore we suggest to VCEG the following practice: 


�


Discussion and Proposal:�The current situation is described in this table:





Standard development stage�
Collection of IPR information�
Database�
�
Contributions and draft standards�
No formal form of collection exist, but sometimes too early Patent Statement and Licensing form is used�
No formal form of collection exist, but if Patent Statement and Licensing Form is used, often misleading entries are created, that stay there for ever.�
�
Standards in the approval stage and finished standards�
(Individual) “Patent Statement and Licensing Declaration” Form�
ITU-T Patent database�
�



















































Solution to the problem would be a clear separation between the “Contribution and Draft Standards” Phase and the “Standards in the approval stage and finished standards”. 





This would mean an introduction of a new form, we call it “VCEG IPR Disclosure Form” and a new “database”, we call it “VCEG IPR Disclosure” database (The “database” would be simple a Directory e.g. on the PictureTel Server that would just log all received documents and a living list of H.26L IPR Information):








Standard development stage�
Collection of IPR information�
Database�
�
Contributions and draft standards�
By “IPR Disclosure” Forms�- on a best effort basis anybody (proposer, ITU member, 3rd party) can submit it�
VCEG IPR Disclosure Database�
�
Standards in the approval stage and finished standards�
(Individual) “Patent Statement and Licensing Declaration” Form�- current practice, formal, only Patent holder can submit it�
ITU-T Patent database�
�






















































The VCEG IPR Disclosure Forms could be submitted by anybody inside or outside the standardization process, but in practice by a VCEG Expert. Most obvious case is that the proposing member is putting down it’s own or third party IPR information (can be patent and copyright), but also if any other expert member knows that a contribution is associated with IPRs, they also may file such a disclosure. Equally if a party not participating in the standards process reveals that the solution proposed contains its IPR, might also give such a notification. Such information at that early stage would be informal and would be done on a best effort basis. It is not  intended that such information be submitted or signed by a legally binding person of a company.





It should also be possible to correct/update such kind of information during the course of the standardization process. Again, on best effort basis. E.g. someone has more specific information, a patent application turns into actual patent, or someone makes up his mind about licensing options etc.





A possible VCEG IPR disclosure form is shown below, that we would suggest to use. This has been diverted from the final form, in order to make the formal submission easier, when it comes to the formal submission of the form by a legally binding person (provided that the technology really made it to a standard):


�



 


�
ITU�
ISO�
IEC�
�
International Telecommunication Union�Telecommunication Standardization Sector�
International Organization for Standardization�
International Electrotechnical Commission  �
�
��
��
��
�
VCEG IPR Disclosure


(One or more per Contribution or ITU-T Recommendation (ISO/IEC International Standard)


This declaration is just for information to VCEG during the standardization process


�Please return to:


Rapporteur : Address of Gary Sullivan here





Patent Holder/Organization:�
�
Legal Name�
�
�
�
Contact for license application (if known):�
�
Name & Department�
�
�
�
Address�
�
�
�
�
�
�
�
Tel.�
�
�
�
Fax�
�
�
�
E�mail�
�
�
�
Contribution/Draft ITU-T Recommandation(ISO/IEC International Standard:�
�
Number�
H.26L�
�
�
Title�
�
�
�
Disclosure information�
�
The submitter believes that Patent Holder/Organization holds granted patents and/or pending applications, whose use would be required to implement the above Contribution or Draft ITU-T Recommendation | ISO/IEC International Standard. If known at this stage already, please to fill in the following information, according to your best knowledge:�
�
�
�
�
��
1.	The Patent Holder is prepared to grant – on the basis of reciprocity for the above �ITU-T Recommendation  | ISO/IEC International Standard – a free license to an unrestricted number of applicants on a worldwide, non�discriminatory basis to manufacture, use and/or sell implementations of the above ITU-T Recommendation | ISO/IEC International Standard.�
�
�
�
�
��
2.	The Patent Holder is prepared to grant – on the basis of reciprocity for the above �ITU-T Recommendation  | ISO/IEC International Standard – a license to an unrestricted number of applicants on a worldwide, non�discriminatory basis and on reasonable terms and conditions to manufacture, use and/ or sell implementations of the above ITU-T Recommendation | ISO/IEC International Standard.


Such negotiations are left to the parties concerned and are performed outside the ITU-T |ISO/IEC.�
�
�
�
�
��
3.	The Patent Holder is unwilling to grant licenses according to the provisions of either 1 or 2 above. In this case, the following information should be provided as part of this disclosure:


patent registration/application number;


an indication of which portions of the ITU-T Recommendation | ISO/IEC International Standard are affected.


a description of the patent claims covering the ITU-T Recommendation | ISO/IEC International Standard;�
�
Any other Remarks:�
�
�
�
Organization�
�
�
�
Name of submitting person�
�
�
�
Title of submitting person�
�
�
�
�
�
�
�
Place, Date�
�
�
�
�
�
�
�



�



Patent Information (desired, but not required)�
�
No.�
Registration Number/ Country�
Title/ Inventor�
Status�[granted/ pending]�
�
1�
�
�
�
�
2�
�
�
�
�
3�
�
�
�
�
4�
�
�
�
�
5�
�
�
�
�
6�
�
�
�
�
7�
�
�
�
�
8�
�
�
�
�
9�
�
�
�
�
10�
�
�
�
�
11�
�
�
�
�
12�
�
�
�
�
13�
�
�
�
�
14�
�
�
�
�
15�
�
�
�
�
16�
�
�
�
�
17�
�
�
�
�
18�
�
�
�
�
19�
�
�
�
�
20�
�
�
�
�



Out of the collected VCEG IPR Disclosure Information a simple consolidated living H.26L IPR list could be compiled describing the  full picture of the IPR status of the Draft H.26L standard. A technology that was proposed, but clearly did not end up into the draft standard would not be incorporated into the list. 





The advantage would be that we would have a much clearer IPR picture during the standardization process, and the final submission of formal IPR statements to the ITU (and to ISO) would be made rather late when it becomes quite clear that the technology became part of the standard and IPR statement has to be made. 
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