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1. Pur pose

These guidelines are intended to assist the Telecommunication Standardization Bureau (TSB), the
Study Groups and those who participate in the development of ITU-T Recommendations, in their
understanding and implementation of the ITU-T Patent Policy. A copy of the Statement on ITU-T
Patent Policy can be found at the ITU-T web site. The guidelines encourage the early disclosure and
identification of patents or pending patent applications that may relate to Recommendations under
development. In doing so, greater efficiency in standards development is possible and potential patent
rights problems can be avoided.

These Guidelines supplement ITU-T Patent Policy. In case of any disagreement, ITU-T Patent Policy
takes precedence over these Guidelines.

2. Background

21 Pas history

Based on earlier practicesin some CCITT Study Groups, afirst version of a“Statement on CCITT
Patent Policy” was developed in 1985. It underwent several dight revisions in the following years
without however changing the substance. The purpose of this Statement was - and till is - to provide
in smple words practical guidance (it is thus also called “ Code of Practice”) to the expertsin the
Study Groups in case patent rights matters arise when developing Recommendations. Considering
that the experts are normally not familiar with the complex issue of patent rights, the Statement was
drafted in its operative part as a checklist (paragraphs 2.1, 2.2 and 2.3), covering the three different
cases which may arise if a Recommendation being developed fully or partly includes patent rights
elements.

The underlying principle of the Statement is the same as in other standardization organizations which
have similar patent rights policies (e.g. ISO, IEC, CEN/CENELEC, ANSI, IEEE) which is, to restrict
discussions on patent rights in their technical bodies to a minimum and to leave the settlement of
disputes on patent rights (licensing, royalties, etc.) to the parties concerned, in any case outside the
standardization organization itself.

Despite (or perhaps better, because of) its simplicity, the “Code of Practice” has served CCITT and
the ITU-T quite well. Its advice has been applied whenever patent rights issues have come up. Apart
from afew cases, there have been very few patent rights problems encountered in the Study Groups.

2.2 Current situation

Recently, however, this situation has been changing, and discussions on patent rights issues are taking
place more often than before. There are several reasons for this:

. the number of draft Recommendations involving patent rightsis rising, in step with the
emergence of new technologies (e.g. coding algorithm);

. international competition is increasing, patent rights holders are therefore less generous
nowadays than they were in the past;

. new entrants (e.g. research institutions, universities) are eager to recover at least some of their
costs through patent rights royalties;

. likewise, new small manufacturing companies attempt to benefit as much as possible from

their own patent rights, but may face problems when having to pay royalties to several patent
rights holders;
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. discussonsin GATT and (in Europe) on the ETSI patent rights policy and undertaking have
brought patent rights issues into the public arena, much beyond the small community which
was involved with patent rights in the past.

Against this background, it is not surprising that not only in the ITU, but also in other standardization
organizations, the complexity of patent rights and standards has increased.

2.3 Maintaining the principle

Even in a changing patent rights environment, the underlying principle of the statement is to be
maintained, i.e. the ITU should not engage in settling disputes on patent rights; this should be l€eft - as
in the past - to the parties concerned. This viewpoint is reaffirmed by the fact that none of the
standardization organizations which use a similar code of practice as the ITU have departed from this
principle. There are several sound reasons for such afirm position, two of which are noted here:

. direct involvement of the standardization organization in patent rights issues would be costly;
either they would require additional, specialized staff or they would have to contract out such
work to patent attorneys. Whichever practice was applied, it would entail substantial costs;

. even if costs did not matter, standardization organizations will most probably not bein a
position to act as genuine arbitrators in patent rights disputes, for the simple reason that the
disputing patent rights holders will never disclose al the information they need to act as afair
judgein a patent rights controversy. For example, in order to define what is fair and
“reasonable” in a given case, one needs to know development and manufacturing costs,
profits, etc. This kind of information is normally not disclosed to a third party with which no
legal relationship has been established, as would be the case for a standardization
organization vis-avis its member organizations.

2.4 Disclosure

In this context, the question arises at which point in time such patent rights disclosures should be
made. The term “from the outset” asit appears in paragraph 1 of ITU-T Patent Policy (seethe ITU-T
web site) implies that such information should be disclosed as soon as possible, i.e. assoon asit is
becoming clear that an evolving draft Recommendation will, in fact, fully or partly include elements
protected by patent rights. This might not yet be possible when the first draft text appears (at this time,
the text might be still too vague or subject to subsequent major modifications). It is desirable that
contributions (Contributions, delayed Contributions, contributions to Rapporteur meetings, etc.)
identify whether the proposal contains any existing patents and/or pending patent applications of their
own and/or any third party. Such information should be provided on a*“best effort” basis but there is
no requirement for patent searches. See also 3.1 below.

25  General Patent Statement and Licensing Declar ation

Any ITU Member State, Sector Member or Associate may submit a General Patent Statement and
Licensing Declaration (the form is available at the ITU-T web site). The purpose of this form is to
give patent holders the voluntary option of making a general licensing declaration relative to material
protected by patent rights contained in any of their contributions. Specifically, the licensing
declaration declares the willingness to license in case part(s) or all of any proposals contained in
contributions submitted by the organization are included in ITU-T Recommendation(s) and the
included part(s) contain items that have been patented or for which patent applications have been filed
and whose use would be required to implement ITU-T Recommendation(s).

The General Patent Statement and Licensing Declaration is not a replacement for the individual (per
Recommendation) Patent Statement and Licensing Declaration but is expected to improve
responsiveness and early disclosure of the patent holder’s compliance with ITU-T Patent Policy.

The General Patent Statement and Licensing Declaration remains in force as long as it has not been
withdrawn. It can be overruled by the individual (per Recommendation) Patent Statement and
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Licensing Declaration from the same patent holder for any particular Recommendation (expectation is
that thiswill rarely occur).

26  Reciprocity

The word “reciprocity”, as used in the forms of the Licensing Declarations, means that the Patent
Holder shall only be required to license any prospective licensee if such prospective licensee will
commit to license its essential patent(s) or essentia patent claim(s) for implementation of the same
ITU-T Recommendation for free or under reasonable terms and conditions.

3. Approval for new and revised Recommendations

3.1 Prerequisites

Any ITU Member State, Sector Member or Associate aware of a patent or pending patent application
held by itself or others, which may fully or partly cover elements of the draft Recommendation(s)
proposed for approval, is requested to disclose such information to the TSB, in no case later than the
date scheduled for approval of the Recommendation(s) in accordance with ITU-T Patent Policy. To
accelerate the handling of that information and to provide clear information in ITU-T Patent
Statements Databases, the Patent Statement and Licensing Declaration form (available at the ITU-T
web site) should be used. The purpose of thisform isto ensure a standardized submission to the TSB
of the declarations being made by patent holders and, most importantly, to require supporting
information and an explanation if a patent holder declares his/her unwillingness to license under
option 1 or 2 of the licensing declaration (i.e. declares option 3). Typically, one such form would be
used for each Recommendation containing patented material. Multiple forms are appropriate if the
patent holder has several patents and classifies them in different options of the licensing declaration
and/or if the patent holder classifies different claims of a complex patent in different options of the
licensing declaration. The “Patent Information” on page 2 of the form is desired but not required.

In the case where the patent declaration is related to an ITU-T | ISO/IEC common text, the Patent
Statement and Licensing Declaration form for use with ITU-T | ISO/IEC common text should be used
to facilitate submitting it to both ITU-T and ISO/IEC . Thisform is found on the ITU-T web site.

If the TSB receives from the patent holder, a Patent Declaration form indicating an unwillingness to
comply with the provisions of paragraphs 2.1 or 2.2 of ITU-T Patent Policy, the Director will inform
the relevant Study Group of this situation. The Study Group shall then take appropriate action which
shall include, but may not be limited to, areview of the draft Recommendation giving consideration
to its possible revision by removing the potential conflict or through further examination and
clarification of the technical considerations causing the conflict. This may lead to continuation of the
developmental work on the Recommendation while parallel efforts are underway to resolve the patent
issue.

3.2 Consultation

If the TSB has recelved a statement(s) indicating that the use of intellectual property, protected by one
or more patent(s) or pending patent applications, may be required to implement a draft
Recommendation, the Director of the TSB shall indicate this situation in the Circular announcing the
intention to invoke the approval process.

This is the suggested text of the note to be included in the Circular: “The TSB has received a
statement(s) indicating that the use of intellectual property, protected by one or more patent(s), issued
or pending, may be required to implement this draft Recommendation. Available patent information
can be accessed on+-line viathe ITU-T web site”.



33 Notification

Text shall be added to the cover sheets of al new and revised Recommendations urging users to
consult the ITU-T patent database. Suggested wording is:

“The ITU draws attention to the possibility that the practice or implementation of this
Recommendation may involve the use of a claimed Intellectual Property Right. The ITU takes no
position concerning the evidence, validity or applicability of claimed Intellectual Property Rights,
whether asserted by ITU Member States, Sector Members, Associates or others outside of the
Recommendation processes.”

“As of the date of approval of this Recommendation, the ITU had/had not received notice of
intellectual property, protected by patent rights, which may be required to implement this
Recommendation. However, implementors are cautioned that this may not represent the latest
information and are therefore strongly urged to consult the ITU-T patent database.”

4. Working methods for Study Groups

4.1  Conduct of meetings

It isthe view of the ITU that early disclosure of asserted patent rightsis desirable, it being
acknowledged that early disclosure will contribute to the efficiency of the process by which
Recommendations are established and will tend to minimize any possible disagreements with respect
to such rights or their applicability to proposed Recommendations. Therefore, each Study Group in
the course of the development of a proposed Recommendation shall request the disclosure of any
known patents or pending patent applications relevant to the proposed Recommendation.

Chairmen will ask, at the beginning of each meeting, whether anyone has knowledge of patents or
pending patent applications, the use of which may be required to implement the Recommendation
being considered for approval (TAP) or consent (AAP). The fact that the question was asked will be
recorded in the Working Party or Study Group meeting report, along with any affirmative responses.

The ITU-T patent policy encourages the early disclosure of patent rights. However aslong as TSB has
received no indication of option 2.3 of the ITU-T patent policy, the Study Group or Working Party
should proceed with consent (AAP), or the Study Group should proceed with approval (TAP), for the
draft recommendations.

4.2 Submission of contributions

Contributors are reminded, when submitting contributions, that the requirements for early disclosure
of patent information, as contained in the statement on ITU-T Patent Policy, apply.

5. ITU-T Patent Statements database

In order to facilitate both the standards- making process and the application of ITU-T
Recommendations, the TSB makes available to the public a Patent Statements database composed of
information that was communicated to the TSB by administrations, private enterprises, etc. that
participate in the standards- meking activities of the Sector. The Statements may contain information
on specific patents or pending patent applications, or may contain no such information, but rather give
a statement about an organization’s compliance with ITU-T Patent Policy for a particular
Recommendation. The databases also contain arecord of General Patent Statement and Licensing
Declarations.

The URL for the database is: http://www.itu.int/itu-t/patent/index.html
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51 Database infor mation

The Patent Statements database is not certified to be either accurate or complete, but only reflects the
information that has been communicated to the TSB. As such, the database may be viewed as simply
raising aflag to aert users that they may wish to contact the organizations who have communicated
Patent Statements to the TSB in order to determine if patent licenses must be obtained for application
of a particular Recommendation.

52 Patent declarations

The declared choice of the organization in its communication to the TSB is shown in the database.
Most often the choice is given as “Pat.pol.2.2”, which means that the organization subscribes to
paragraph 2.2 of the Statement on ITU-T Patent Policy. However, the ITU disclaims any definitive
interpretation of the organization’ s statement. This must be determined by direct negotiations with the
organi zation.

53 Contact information

In completing the forms of the individual and the General Patent Statement and Licensing
Declaration, attention should be given to supplying contact information that will remain valid over
time. Where possible, the “Name and Department” and e-mail address should be generic. Also it is
preferable, where possible, that organizations, including multinational organizations, indicate the
same contact point on al forms submitted.

With a view to updating the ITU-T Patent Statement Database, it is requested that the TSB be
informed of any change or corrections to the statements submitted in the past, especially with regard
to the contact person of the organization.

6. Discovery of patent rightsafter publication

ITU-T Patent Policy also applies to situations involving the discovery of patents or pending patent
applications that may be required for use of a Recommendation subsequent to its publication or the
initial issuance of a patent after publication. Once disclosure is made, the patent holder will be
reguested to provide the same assurances to the TSB as are required in situations where patents are
known prior to publication of a draft Recommendation.

If the patent holder is unwilling to license or waive its rights, the Recommendation will need to be
revised or withdrawn and its publication suspended. In such a case, the TSB Director will promptly
advise the Study Group responsible for the affected Recommendation so that appropriate action can
be taken. Such action shall include, but may not be limited to, a review of the Recommendation
giving consideration to its possible revision by removing the potential conflict or through further
examination and clarification the technical considerations causing the conflict.

7. Patents held by ITU-T non-member organizations

ITU-T nonmember organizations that hold patent(s) or pending patent application(s) whose use
would be required to implement an ITU-T Recommendation, can submit a corresponding * Patent
Statement and Licensing Declaration’ to the TSB using the form which can be found at the ITU-T
web site.

Any ITU-T member organization should draw the attention of the TSB to any known patent or
pending patent application, which is held by any ITU-T nonmember organization, and whose use
would be required to implement an ITU-T Recommendation. The TSB in turn will contact the nor
member organization to obtain clarifications on the subject matter and to request the organization to
submit, if applicable, a corresponding ‘ Patent Statement and Licensing Declaration’.

“Patent Statement and Licensing Declarations’ by ITU-T non-members will be treated in the same
way as those from ITU-T member organizations.



