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Multilingual trademarks and domain names in an enterprise

(Policy considerations for internationally active enterprises)

Remark: In the present text I use term “trademark” as synonym for trademarks and service marks. Furthermore, to simplify matters, I deal only with trade, consisting of a word or words, or consisting of a combination of a word or words with other (graphical) elements (i.e. I do not consider exclusively figurative trademarks). 

1. Relationship between trademarks and domain names

Contrary to trademarks, domain names are not intellectual property rights. A domain name is an address which is used to have access to a domain, a website, on which the registrant has only contractual rights based on the service contract with the domain name Registrar (Supreme Court of the State of New York, Michael Zurakov v Register.com).  However, in practice domain names are often used as a trademark, not only by infringers and cyber squatters, but also by enterprises in view of their marketing interest that a website promoting their branded products may be reached under the respective trademarks. The policy applied by enterprises with respect to multilingual trademarks and domain names can therefore be considered together (even if enterprises sometimes also use domain names which are not derived from trademarks).

The great majority of trademarks and domain names originate from countries using Latin script, such as the USA, Canada, the Latin American countries and most of the European countries (notable exceptions are Russia and Greece). This is why I first deal with possible language problems for that kind of trademarks (which may or may not additionally consist of graphical elements) and domain names, written in Latin characters), before considering the problems related with the use of script other than Latin. 

2.
Problems for trademarks and domain names written in Latin script

2.1
Meaningless trademarks and domain names

Under the protection point of view the strongest trademarks are totally meaningless names, so-called coined trademarks connoting nothing about the trademark or its use. Famous examples are KODAK and EXXON. Since they are not related to any language, they have the additional advantage not to cause any language problem. The same is of course true for the corresponding domain names.

2.2
Descriptive and suggestive (associative) names

2.2.1
Trademarks
However, when looking for a new trademark, marketing people are generally keen on finding a name, which communicates product associations to consumers. Often they prefer terms that are so descriptive of the product or its characteristics that in many countries they cannot be registered as trademarks (they may become protected based on secondary meaning, acquired through use). 

The preference should therefore be to find trademarks that create associations with the product without being descriptive. These are the so-called suggestive trademarks. They are likely to be more appealing to the consumer, more easily remembered and therefore easier to promote than coined words. Still they are not descriptive of the product or service and enjoy normal legal protection. Examples would be MILKYWAY and SWATCH. Recently the Boards of Appeal in Alicante accepted the following Community Trade Mark applications, which were refused by the Examiner: INFO GATE and COMPUTER INTELLIGENCE (for computers) and CYBERSURFER for modems. The European Court of Justice just now even considered BABY DRY as sufficient distinctive to be registered as a trademark for diapers.

The crucial question often is, whether based on the law and on jurisprudence the Examiner will regard the created term as suggestive and therefore accept it for registration, or as descriptive. This problem is of course much more difficult to solve if the trademark is to be used internationally.

It is even more important for an enterprise, intending to market a product or service internationally, that the connotation about the product or service which the marketing people wish to communicate to the consumer with the suggestive or associative brand they have chosen, is understood not only in one or two countries (where people speak or at least understand the same language) but practically everywhere. This is of course a very difficult task, since a term, which creates a clear association in one language, may be pure fantasy in another. One possibility to solve the problem is to translate the brand in other languages. This approach has recently been chosen by Nestlé when introducing a new bottled water in Asia and Latin America under the brand PURE LIFE. This name has been translated for Latin America into PURA VITA respectively (in view of problems with conflicting trademark rights) PURESSA VITAL and in practically all languages spoken in Asia (and the translated versions have been registered). 

However, translation is rather the exception. Generally, in order to achieve, when using the same trademark in different countries, that a product association be understood as much as possible by consumers in these countries, marketing people use English-language-oriented terms. Of course, English is not the spoken language in many countries, such as France, Germany, China, Japan, Thailand to mention just some. However, it is the most-wide-spread language used for business, science, telecommunication, the show business and tourism worldwide. Therefore, since many years, English has become the preferred marketing language all over the world. The chance that the intended product associations will be understood by consumers in many countries is clearly higher for an English language term than for a term taken from or sounding like belonging to any other language. Still there may be surprises. Once an international cosmetics company introduced a perfume under the brand MIST, which in German has the very unpleasant connotation of horses’ or cows’ droppings; nobody would wish to use that word in Germany in order to promote a product, and in particular a perfume.   Another possibility is to look for a term, which is close to a word existing identically or similarly in several or many of the important languages (these are in fact often terms of Latin origin which have found their way in many modern languages). 

Also it may be difficult to pronounce a term in certain languages. Generally speaking it is important that a trademark be easy to read and to be pronounced. To achieve this task, is of course again much more difficult if a trademark is to be used in countries with different languages. Sometimes it is necessary to change the spelling of the trademark in certain countries adapting it to the foreign language requirements in order to achieve the correct or wanted or at least an easy pronunciation of the brand. Nestlé had for example to change the trademark CHOKITO in Italy into CIOCITO; the trademark PASTORELLA had in Spanish speaking countries to be written with one single L, in order to avoid a change in pronunciation. However, if the pronunciation is locally different, but the brand causes to consumers no problem to speak in out, it is from a policy point of view preferable to have it written equally everywhere and to live with different pronunciations (example: LEVI STRAUSS). If such pronunciation sounds too awkward it may sometimes still be better, instead of changing the spelling of the brand, to teach consumers through advertising in broadcasting and in television how the brand should be pronounced correctly.  

2.2.2
Domain names
For domain name registrations the question whether the domain name is descriptive or associative of a product is of no relevance. Enterprises may therefore at once register a new trademark as domain name, even if they may have difficulties to get the trademark registered in all countries of commercial interest. Normally, enterprises will register a new trademark as a domain name at least in the domain or domains of their marketing interest (such as .com, .biz and .info). However, in order to prevent third parties from registering their trademark as domain name, enterprises generally will register them in all gTLDs (.com, .org, .net, .biz, .info) and also in the ccTLDs of those countries where they have an actual or a potential commercial interest. To the extent that a trademark is translated (such as “Pure Life” of Nestlé), the policy to be recommended would be to register the main (English) version in the gTLDs and the translated versions in the ccTLDs of the respective countries, in which the translated version of the trademark is used or proposed to be used. 

2.3
Arbitrarily used terms of common language
Under the language point of view, the same rules as outlined apply (both under the trademark point of view as under the domain name point of view) to common words of daily language, which are arbitrary in connection with the product or service for which they are used. Examples for such trademarks are CAMEL for cigarettes, APPLE for computers. Such trademarks have the advantage of being more easily memorized by the average consumer than a fantasy word (such as EXXON) and to enjoy the same strong trademark protection. Of course they do not create any association with characteristics of a product. 

3.
Problems with the use of script other than Latin script (Transliterations)

3.1
Use of different scripts in different countries
All the aspects dealt with before are much more difficult to be taken into consideration if in one or the other of the countries considered for the sale of the new product the trademark written in the script of the home country of the company will be looked at by most people as being a figurative element only, because of a different national script. This problem is a current one in Asia and in the Arab countries, but also in Russia and Greece. It is apparent for a Japanese company intending to market its products internationally, but also for companies from China or Thailand. Also, if the company is based in a country using independently from the national language or languages at least Latin script (the Americas and the majority of countries in Europe) it will still have a considerable problem when a good deal of the population in the foreign country, where it intends to market its products, uses another script (such as Chinese people in Malaysia or the use of Singhali and Tamil in Sri Lanka), or if a company wants to market its products in countries using Chinese characters, such as China, Singapore and Taiwan or Arab characters such as the Arab countries or the respective national scripts in Korea, Japan or Russia. In that context the problems of transliteration are to be faced which are complicated and different in the different countries mentioned before. They may be solved in Thailand and in Japan by literally transliterating into Thai script respectively Katakana, following English pronunciation of the word in Latin script. These problems are even more difficult when trademarks must be transliterated into Chinese characters, since there exist about 40000 different Chinese characters of which 5000 are in common use, each having a special meaning. I cannot go into details of the problems involved, but they are enormous (par example it must be avoided to use characters which create negative associations). 

3.2
Approach in practice as concerns trademarks
One possibility to avoid in practice all problems of transliteration is to simply maintain the original version of the trademark (for example in Latin script) despite the risk that most of the consumers will take this trademark as a device and not understand what it means. This approach is dangerous: 

· The registration and use of the mark in Latin characters does not normally give protection for a transliterated version, which may be registered by a local competitor. 

· Consumers may themselves develop a “nickname” for the product because they need some means to identify it. This nickname may have negative connotations for the product. Also a local competitor may register it in his name, before the company discovers the habits of the consumers and tries to register it in its own name. 

· Also it is of course much more difficult to market and advertise the product if it cannot be named in written communications. Oral communications in television or trough the sales force may not be sufficient and not always be available.

It can therefore only be recommended to provide for a transliteration of the original trademark in the local script of the country, in which the original trademark cannot be understood by the consumers or by their majority. This transliteration should be registered as a trademark and should be used on the labels or packaging. This does not mean that the original trademark in its original (e.g. Latin) version should necessarily be replaced. This is one possibility. Another recommended approach is to show on the labels or packaging and in advertising both the original version and the transliterated version of the brand. In order to educate the consumer, the transliteration of the original brand should, in its graphic presentation or logo, be as close to the original brand as possible. 

A good example for good marketing is the COCA COLA trademark which is always used in red and white coloring and in a typical script, which is combined with a graphic element of a wavy line. The importance of these visual elements cannot be overestimated. All over the world, people seeing a script in the typical graphic manner as used by the Coca Cola Company, in the red and white colors and the word combined with the wavy line in the same colors, will associate this product presentation or advertising with COCA COLA, no matter which word is written and no matter whether the word is in Latin letters or in Chinese, Katakana, Thai or Arab script. 

The same principles of using clearly defined visual properties are applied by the manufacturers of many other international brands, such as MARLBORO and NESCAFE.

In conclusion it can be said that the problems of different local scripts are difficult for enterprises marketing their products globally, but they can be solved and are being solved. 
3.3 Domain name aspects

Companies based in countries were Latin script is used will register their trademarks as domain names in the original Latin script version in the gTLDs and in the ccTLDs of commercial interest of those countries, where Latin script is used. With respect to countries, where another script is used, it will make sense to register not only the Latin version but also the respective transliteration not only as a trademark but also in the corresponding ccTLDs. However, since such possibility exists only since spring 2001, many enterprises have not yet established a clear policy. 

Enterprises located in a country where Latin script is not used, such as a Chinese, Korean, Japanese or a Russian company, and doing business internationally may now consider to register in addition to the Latin (English) version of their trade name or trademark(s) the original versions of their trademarks and trade name in the script of the country also in the gTLDs. At least they should register them in the ccTLD of the country in which they are based. 

These few remarks are just some recommendations, which glance at the problems and opportunities arising for enterprises now that domain registrations in script other than Latin are possible. No doubt, internationally active enterprises will soon have to review their domain name registration policy. 

