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Introduction.





A few words concerning trade marks in general.





There exist trade marks covering goods and also trade marks for services, both can be combined in one application.  On the other hand, there exist so-called “individual marks”, these are marks owned and used by a given company or a person, and “collective” or “certification” marks, used by a group of companies or persons, one of the main purposes being to indicate a given quality.  One of the best known certification marks is the “Woolmark” which indicates that the product is made of 100 % wool.





Trade marks can be viewed from two different angles : first the legal aspects, we then talk about trade marks.  The second is the marketing aspect, then we talk about brands.


Obviously it is the brand which is important.  The task of the lawyers dealing with trade marks is to obtain a good legal protection for the trade mark, to defend the trade mark by stopping third parties from impeding on the trade mark by copying or by counterfeiting the goods bearing the trade mark, and lastly help to keep the trade mark in force.  





The legal aspects of the trade mark.





The legal definition of a trade mark can be found in each national legislation.  Let me take  the one given by the European Union in the so-called CTM Regulation which applies to all  trade marks filed as Community Trade Marks and which also applies to all trade marks filed in any member country and future member country of the European Union.  





The definition is contained in Article 4 : “Signs of which a Community Trade Mark may consist : A Community Trade Mark may consist of any signs capable of being represented graphically, particularly words including personal names, designs, letters, numerals, the shape of goods or their packaging provided that such signs are capable of distinguishing the goods or services of one undertaking from those of other undertakings.”(indication in bold by the speaker).  As it will be seen, in fact there is only one basic condition, that the trade mark must be capable of distinguishing the goods or services of one undertaking from those of other undertakings.  A certain number of examples are given in the law, but they are not limitative.  For instance, under circumstances, “sound marks” may be registered, such as the roar of the MGM lion, or even “smell” marks: recently “the smell of fresh cut grass” for tennis balls has been accepted as a European Union trade mark.





In the present topic, I will only speak about word marks, whether or not combined with a design.  This will obviously also include “personal names, letters and numerals”.�


The definition as laid down in Article 4 is fulfilled at two conditions : 





The first one is that the trade mark is distinctive per se -depending on the goods and services involved- : APPLE for a computer is distinctive, but APPLE for jam is not distinctive.  There are many borderline cases.  For instance in the case of laudatory trade marks, very recently the European Court of Justice decided  that BABY-DRY for diapers was sufficiently distinctive to be accepted as a trade mark.  It will be understood that the capacity for a trade mark to be distinctive will vary from country to country depending on the language : for instance a trade mark which is descriptive in Greek may not be descriptive in French.





The second condition for a trade mark to be acceptable is that it is distinctive from other prior rights and that consequently it does not infringe earlier rights.  The word used in the EU Regulation is that there is “no likelihood of confusion” between the new trade mark and the prior existing right which usually consists of a trade mark but may also consist for instance in the name of a company.





Last remark : in practically all countries a trade mark right, which is essentially a monopolistic right, can be obtained by filing the  trade mark and have it registered at the national Trade Mark Office.  In certain countries it is also possible to obtain a trade mark right just by using it, this more especially in the so-called “common law” countries such as the UK.  In all circumstances, a registered trade mark will give more protection than a trade mark which is merely used.  It must however be stressed that a registered trade mark must be used within a certain time limit which is very often five years after registration.  If it is not used, any third party may request its cancellation.





In the present talk I will only speak about registered trade marks and I will not speak about so-called “common law” marks.





Until now I have spoken about the legal definition of the trade mark whose essential function is to indicate an origin.  That means that a trade mark must indicate that the goods come from one specific source, although it is not necessary that the consumer identifies the company itself.  





The trade mark viewed by its owner and by the consumer.





There are two important actors who are involved in trade marks, that is the owner 


-manufacturer or distributor-, and the consumer.  





For the manufacturer, the trade mark (the brand), is the flag under which he hopes that consumers will rally, will be attracted to buy the product, use it and to continue to buy it : the trade mark is therefore a part of his assets, a part of its goodwill.





For the consumer a trade mark is essentially an indication of a certain type of product coming from a given source, which he might not identify, and to which a certain quality is attached at a given price : a quality function.





Conclusion





So the three essential functions of the trade mark are the following.


The legal function : it is a sign which must be distinctive per se and which must not be identical or similar to a pre-existing trade mark or other similar right


. 


For the manufacturer it is a part of his assets, it is therefore a part of his goodwill.  For the consumer it is an indication of a certain product or service to which are attached a quality and a price.





Trade marks filed in non-Roman script in Europe and in the Americas.





In the European Union -with exception of Greece- and in the whole of the Americas -North and South-, the characters used for trade marks are so-called Roman characters  Consequently, unless exceptional circumstances, on which we will say a few words later on, all verbal trade marks are filed in Roman characters in these countries.





If for whatever reason a  trade mark is filed in one of these countries in a non-Roman character -which we will also call “national script”-, then in most circumstances it will be considered as a device (design) mark.  According to the Vienna classification of designs, it will be put under the code 28.





In all such countries, it is possible, or sometimes compulsory, to indicate the translation or transliteration of such trade marks in Roman characters.  If it is translated, the meaning of the trade mark will be indicated in the national language of the country involved.  





Non-Roman characters are used by more than half of the world population.





More than half of the population of the world use characters which are different from Roman script.  I have rapidly made a survey amongst some of these countries, the results of which will be found enclosed.  The results which I will analyse at the end of my paper concern 24 countries. In the survey I have identified 12 scripts which are the following : Arabic, Chinese, Cyrillic, Georgian, Greek (Cyrillic), Hebrew, Hiragani, Kanji, Katakana, Korean and Thai.  These are obviously other scripts.





It is to be observed that some of these scripts have a writing which pronunciation leads to some similarities with the Roman script. 


Other scripts are totally different, for instance the Chinese script, which contains more than 40.000 ideograms, of which apparently 5.000 are most regularly used.  Translation or transliteration into Chinese will therefore be exceptionally difficult.  We will give a few examples further on.  Some countries, such as Japan, have different scripts : Kanji (traditional Chinese character), Hiragana (typically Japanese) and the modern Katakana which is usually used for transliterating foreign trade marks.





Why file a trade mark in non-Roman script ?


�1.The basic answer to that question is rather simple: a trade mark is as said above in fact the flag under which the consumer identifies a given product coming from a given source (manufacturer or distributor).  Consequently a trade mark must be readable, pronouncable and understandable by the purchasing public, who must be able, after purchase, to memorize it and to re-identify the product.





2. An additional requirement is that in certain countries and for certain products, like pharmaceutical products, it is compulsory to use the national script for reasons which are easy to understand.





3. There is an additional reason, namely that in most countries, as explained above, a trade mark must be used within a certain period.  In most countries there is now a tendency to require a trade mark to be used within five years after registration.  Consequently, the trade mark which has been applied for and registered, must correspond to the trade mark in use.  For a trade mark filed in Roman script, in a country using essentially a national script, for instance China, there might be a problem if the trade mark is in fact used only in national script.  Will such use fulfil the requirements of the national law ?  The answer to that question differs from one country to another (see survey).  For that reason, filing in national script is more secure.





4. Paradoxically, there might be a very good reason for which a trade mark might be filed in a so-called national script in a country where one normally uses Roman script, such as for instance Belgium, where there exist approximately 1.500 trade marks filed in non-Roman script.  This results from the so-called Madrid System, concerning which a few words of explanation must be given.  





Under the rule according to which a trade mark is protected nationally, it is compulsory for the trade mark holder to file and register his trade mark separately in each country.





There are two interesting exceptions to this basic principle.  





The first relates to a group of countries who decide together to allow the possibility of making one registration valid for the whole group of countries.  This is the case for instance with the European Union of which the 15 following countries are member : Belgium, the Netherlands and Luxembourg (Benelux), United Kingdom, France, Germany, Spain, Italy, Austria, Ireland, Finland, Sweden, Denmark, Portugal, Greece.  Interestingly enough, one of these countries uses a non-Roman script, namely Greece : Greek or Cyrillic characters, very  similar to the Russian Cyrillic character.





Another example is the OAPI, namely the “Organisation Africaine pour la Propriété Intellectuelle”, of which a certain number of African countries are member.





The Madrid system : a reason for European companies to file in non-Roman script in their own country !!!





A second exception results from the so-called Madrid system, composed of two different but very similar agreements, namely the Madrid Union and the Madrid Protocol.  Both these conventions are under the responsibility of WIPO.  Its specific requirements explain why some companies vested in a Roman script country nevertheless file their trade mark in their own country using a “national script”.


The system works as follows.  First of all, it is only available to legal entities or persons who are domiciled or have a place of business in one of  the member countries (70 at the moment)  It is therefore a system which is “closed” and not “open”.  .  An open system is for instance the Community Trade Mark, where an American company may file a EU trade mark and a Japanese company may do the same.  But companies vested in the US cannot use the Madrid system because the US is not (yet) a member state.


�According to the Madrid system, one has first to file a trade mark in his own country of origin where it is domiciled.  When the trade mark has been applied for (or registered), the rights to the trade mark may be extended by making a request made through the national office at WIPO in Geneva by filing a so-called “international trade mark”.  Each applicant may choose the member  countries where he wants his trade mark to be extended.  The application is made in English or French.  WIPO takes care of the formalities, and sends a copy of the trade mark to each requested country.  Each such country will therefrom handle the trade mark as a national trade mark, for instance it will check whether the trade mark is descriptive or not, it will see whether the trade mark is identical or similar to another pre-existing trade mark, and possibly reject it, etc.





Consequently, if for instance a Belgian company wants to sell a product in China with a trade mark in Chinese characters, it can file a trade mark directly in China.   But if it wants to benefit from the advantages of the Madrid system, it must first file his Chinese character trade mark in Benelux, although it will not use it as such in Belgium.  He might however affix this trade mark on the product he has manufactured in Belgium and then export the product to Chinese speaking countries.  





It will then require the Benelux Trade Mark Office to extend his existing registration to China, using the Madrid system.  It is for that reason, as explained above, that in Benelux there are approximately 1.500 trade marks filed in a non-Roman script, that in  2000, 413 trade marks were filed at WIPO in non-Roman script, on a total of 31.292.  This figure is not impressive, but one has to add that out of some 20 countries, using non-Roman characters, member of the Madrid system, most of them have only joined recently.  Secondly, in most cases it is interesting to use the Madrid system when the specific “national” script is applicable at least to three or four countries.  In my opinion the trend will be that such types of trade marks will increase in the future.





What are the problems when filing a trade mark in a “national script” for the owner of a trade mark which was originally registered in Roman script ?





If the owner of a verbal trade mark in Roman script wants to file his trade mark or the equivalent of his trade mark in a non-Roman script, there are basically two issues which must be addressed.





The first one relates to the transliteration the trade mark into the non-Roman script, that means to transform the trade mark in such a way that it is pronounced identically or equivalently in the non-Roman script.  





The second issue is that when the trade mark has a meaning one could decide to translate it using national script so that a trade mark with a meaning will find the same meaning in the other language and script.  Take for instance the trade mark BABY-DRY, which has a meaning and which alludes to one of the qualities of diapers.  





Transliterating and/or translating a trade mark into local script and language entails a series of problems.  They are sometimes very difficult to solve and, in most circumstances, local help is needed.  It is our experience that this should not only be undertaken by a trade mark specialist on the spot but also, if possible, by somebody who is knowledgeable about the type of products to be sold under the national trade mark and could help to indicate whether the suggested translation or transliteration is well perceived.





Some of the problems which are encountered when transliterating, are the following : the Roman alphabet contains a certain number of standard letters.  In some European languages such as Danish and German there are additional letters.  No other non-Roman script has an alphabet which corresponds exactly to the same letters, vowels, consonants and sounds.  Consequently, a choice must often be made : there are often different ways to translate or transliterate.


Just to give you one understandable example : in our Roman alphabet, under circumstances, the letters C and the letters K and Q (u) are pronounced in exactly the same way.  This is not the case with the Greek characters, where there is only one character called kappa.  Let us suppose a trade mark comprises this Greek character, how must it be  transliterated into Roman script ?  Must one use C, Q or K ?





A second problem is, as explained, that the objective of transliterating is to try and file in the national script according to a given pronunciation, normally the same pronunciation of the trade mark in Roman script.  One has then decide what pronunciation must be taken into account.  If a trade mark in Roman script is pronounced in French, Dutch, German or English, it will not necessarily be pronounced in the same way.  One has to make the choice.  Most often it is the English pronunciation which is chosen.





In China, ideograms are used.  Each ideogram will be pronounced totally differently when the trade mark is pronounced in Mandarin, or is pronounced in Cantonese.





Just a few examples of what problems we have encountered.  





We filed in China a trade mark FINA basically in Roman characters, asking our Chinese correspondents to file it according to its transliterated version, because it had no meaning.  It appeared that the ideograms which were used had a sense of feminity.  This is probably not the best thing for a trade mark used for petroleum products, whilst it could have been a good trade mark for perfumery.  Another example.  We filed a trade mark NOUCHKA for shoes and it appeared that the proposed transliteration in Chinese meant that “the road is hard”.  A third example : we filed a trade mark CHIMAY, which is the name of a small town in Belgium, for a beer manufactured by monks and apparently the transliteration meant “ten little sisters”.  This might be a good trade mark, because it could mean that once you drink a glass of that beer you must absolutely drink nine other beers.  





Problems can also be encountered when one wants to translate using local script.  There is a very well known example, when General Motors or Opel launched a new name for a car, namely NOVA.  NOVA, in all Spanish countries, including practically the whole of South America, means “it does not work”.





Comments on country survey.





Conclusion : 





Manufacturers and traders who are interested to sell their products outside their own country all wish to be able to file and register the same  trade mark in all the countries where they intend to be present.  In all countries to reach such a goal, there are a certain number of problems which must be solved, the most important one being that the trade mark is distinctive per se and that it does not impede a pre-existing right.  There is an additional problem which comes up when the owner of the trade mark having originally filed his trade mark in Roman script wants to file it in a country where non-Roman scripts is used.  I have indicated some of these problems.





On the other hand,  I am convinced that such trade marks will be more and more frequently filed in such countries.





Obviously, on the question of domain names, more or less similar problems will be encountered, the more so that very often the company who wants to be on the web, will try to register as domain name his company name and also his trade mark, so that the consumer who would like to have information on the product, can use the trade mark as a domain name to consult the web site of the company.





								Florent GEVERS


								Registered Community Trade Mark attorney


								Genève, December 7, 2001
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