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Rationale
In this contribution, ISACC expresses concern over recent proposals in the industry for patent policy changes and reaffirms existing principles which we see as the foundation for effective and appropriate patent policy.

3.1
Introduction

Patent policy matters are a sensitive topic in technical standards development bodies.  However, a delicate but satisfactory balance has already been achieved across many SDOs’ policies that provide for the inclusion of patented intellectual property in standards and encourage members to make available licenses to standards-essential patents on a non-discriminatory basis and under reasonable terms and conditions (RAND).  A majority of policies also typically support the objective that SDOs maintain distance from involvement in patent rights issues.  This time-proven, workable compromise should not be disturbed, particularly without a significant and real issue to resolve.

4
Issues for discussion

Discussion

ISACC has noted a number of patent policy proposals and directions that recent discussions in the telecom standardization community are taking.  These proposals include:

· Requirements for SDOs to debate and take into account the specifics of how IP is utilized within a given standard; and 

· A notice and publication protocol to call for mandatory patent disclosure to an outside committee with the penalty of complete loss of patent enforcement rights in nations that are protocol members.
4.1
Requirements for SDOs to debate IPR in standards development

The stated purpose of such proposals is to allow an SDO to explicitly manage the content of IP in its standards.

Such a requirement unfortunately leads to participants looking for ways to write or re-write a standard to circumvent, work around or otherwise avoid utilizing contributions that may be encumbered by IPR.  This process could lead to the undesired or biased outcome specifically favouring one IPR holder over another, may lead to unmanageable differences amongst groups, and is likely to conflict and be inconsistent with the SDO’s overarching goal which is to objectively search for the best technical solution to problems under study.

Introduction of such a process has the potential to result in inferior, delayed standards with inconsistency in policy application, and consequent negative implications in terms of efficiencies, quality, capabilities and costs for all parties.

4.2
International Protocol for Compulsory IPR disclosure 

ISACC has noted discussions with respect to IPR within standards that propose:

· a protocol for WIPO to publish notices to call for mandatory patent disclosure within certain timeframes in the development of "open" standards for SDOs registering under the protocol with the administrative body; and

· obligate countries agreeing to the protocol to prevent any patent owners who failed to provide "constructive and informative" disclosure from enforcing a standards-essential patent in any member nation.

Undue burden and consequence

In practical terms, such a proposal would require IP holders to expend considerable resources, efforts and costs to track and manage the publications and comply.  Mandating patent disclosure imposes a cumbersome and untenable burden for IP holders, particularly those members that participate or desire to participate in a variety of standards bodies, sub-working groups and a significant volume of complex standards activities.
Compulsory disclosure obligations imply ongoing, resource-intensive monitoring, searches and analysis of an IPR holder’s entire patent portfolio; which are unreasonable requirements to manage effectively and efficiently.  In effect, the protocol could prevent a patent holder from enforcing its patents for non-disclosure, even if it was not at the time of the call for disclosure actually aware of IPR essential to the practice of the standard.  This implies an impractical requirement that forces an IPR holder to continuously track and analyze all of its IPR for every standard being developed everywhere for all registered SDOs to comply with such obligations.  For holders of larger patent portfolios and involvement in vast SDO activity, this is close to an impossible task and a very costly burden.
Further, the proposal requires that disclosure must include identifying specifics relevant to the standard and the administrator has the ability to reject such a proposal without proper information. Such details may be confidential at the time of required disclosure and through such public disclosure, the IPR holder may be forced to forfeit or weaken its legal protections in order to comply.
Moreover, an administrative policy and process is not an appropriate vehicle to use to regulate or enforce non-disclosure which would deem or render property rights granted and governed by federal or national legislation unenforceable on the grounds of administrative non-compliance.
In such circumstances, an administrative proposal that makes disclosure mandatory and which results in the automatic loss of IPR enforcement rights for failure to comply is unduly punitive upon IP holder members and does not promote balance.
Disincentive to develop new ideas or technologies and participate in standards
The mandatory disclosure proposal effectively forces IPR holders to choose between participation in the development of a standard and risking complete loss of its IPR investment.  Unreasonable disclosure obligations and consequences for failure to provide non-informing disclosures within short, mandated timeframes discourage collaboration and incentive to participate in developing technology in SDOs.  Such an administrative disclosure policy tool and protocol would not promote goals that support developers’ investment in IP economic assets in return for its innovation.  If the forced choice leads to withdrawal or diminished standards participation, that in turn can also stifle the progress of standards development, R&D and the state of art and innovation of telecommunications generally. 

Complexity for members and SDOs

SDO policies reflect a balancing of interests among their membership.
The protocol proposes to apply regardless of whether or not an IPR holder participated in the standard development or agreed to an SDO’s policy.  That not only increases the monitoring and disclosure burden on IPR holders currently managing compliance with SDO policies, but procedural rules requiring compulsory informative disclosure are likely to conflict with existing disclosure policies and guidelines.  As such, it may be beyond an SDO’s authority or jurisdiction to agree or submit to such a process unless it has full agreement of its membership to participate. 
Implementing the process could be costly and actually lead to added layers of administrative complexity for an SDO, and delays in its standards development process, particularly for large standards organizations with a large volume of activity. 

5
Conclusion

In order that standards be developed that take advantage of the best technologies available, while providing a reasonable degree of compensation for the investment made by those who develop IP that is included in standards, RAND licensing is the foundation upon which a workable and widely accepted patent policy is built.  Fundamentally, conventional RAND principles and flexible disclosure policies simplify an SDO process and promote the creation and adoption of standards. 
Incenting innovation and participation means respecting IP rights and investment choices in the SDO policy terms, its implementation and effect, without inflexible licensing mandates or overly burdensome disclosure obligations that discourage collaboration and widespread acceptance. 

6
Proposal

It is therefore proposed that GSC-10 record its position re patent policy via the attached Resolution.

___________________

Draft Resolution

Title: Intellectual Property Rights Policies


Agenda item:
IPR Working Group

recognizing
a) That effective standardization utilizes intellectual property rights policies that encourage participation, respect the contribution of valuable intellectual property, and result in standards that are technically proficient and widely accepted;

b) that such intellectual property rights policies typically provide incentives to interoperate, innovate and compete by:
i. Respecting intellectual property,

ii. Balancing the interests of all stakeholders so that the outcomes are representative, inclusive and more broadly supported,

iii. Being open and transparent for all to review and understand,

iv. Promoting the use of the best technical solutions given commercial requirements,

v. Being consistent with internationally accepted norms such as widely accepted RAND/FRAND-based intellectual property rights policies,

vi. Recognizing the right of intellectual property right holders to receive reasonable and adequate compensation for the shared use of their technology;

c) that such effective intellectual property rights policies do not discourage either collaboration or widespread acceptance because they do not (1) mandate corporate patent searches, (2) impose unreasonable disclosure obligations, or (3) seek to impose inflexible licensing commitments on intellectual property holders;  

d) that the intellectual property rights policies of the majority of standards development organizations include provisions for standards users to license standards-essential intellectual property under RAND/FRAND compensatory or compensation-free (e.g., royalty free) terms and conditions;

e) that in some uses the term "open standards" no longer refers to openness in the standards development process, but is taken to mean compensation-free licensing of intellectual property; 

f) that there is a trend in some user communities and some standards development organizations in support of patent policies with enforced compensation-free provisions for standards implementers;
g) that there are some standards development organizations whose intellectual property rights policies are exclusive to members and discriminatory to non-members;
h) that compulsory patent disclosure obligations imply ongoing, resource-intensive monitoring, searches and analysis of an IPR holder’s entire patent portfolio, which are unreasonable requirements to manage effectively and efficiently;

i) that not all intellectual property holders are members/participants of standards development organizations;

noting

a) that protection of intellectual property rights is necessary to ensure that the best and most innovative technology is made available for inclusion in standards and that such innovation should be encouraged;

b) that the commitment to license an essential intellectual property must extend to anyone who wishes to implement the standard and be under RAND/FRAND terms and conditions;

resolves

that the participating standards organizations of GSC

1) strongly support the adoption of effective intellectual property policies that are transparent, widely accepted and encourage broad-based participation and the contribution of valuable technical solutions by respecting intellectual property rights, including the right of the intellectual property holder to receive reasonable and adequate compensation for the shared use of its technology; and

2) strongly voice their opposition to policies that

i)  mandate compensation-free licensing 

ii) discriminate between members and non-members
iii) demand mandatory patent disclosure with the penalty of loss of patent enforcement rights.

